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1. Claims 1, 2, 4, 6-8, 11-15, 17, 26, 28 and 30 are 
rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Masukawa et al . in view of Gutman. Masukawa et al . (see 
particularly column 5, line 30 - column 6, line 5; column 27, 
line 65 - column 28, line 68; column 30, lines 16-60; column 2, 
lines 63-68; Example 1) discloses photothermographic elements 
comprising silver halide, organic silver salts, reducing agents 
and toning agents. The preferred organic silver salt is silver 
benzotriazole and the reducing agents include ascorbic acids. 
The toning agents include phthalic acid within the scope of 
structural Formula 1 of instant claim 2 . Example 1 uses silver 
benzotriazole and phthalic acid. Gutman (see particularly column 
5, lines 1-16) discloses photothermographic elements with silver 
halide and organic silver salts and discloses that when silver 
benzotriazole is used as an organic silver salt, ascorbic acids 
are preferably used as reducing agents. Therefore, it would be 
obvious to one skilled in the art to use the disclosed ascorbic 
acids of Masukawa et al . as the called for reducing agents in 
Masukawa et al. particularly in Example 1 which have silver 
benzotriazole and phthalic acid since ascorbic acids are 
preferred reducing agents for silver benzotriazoles as disclosed 
in Gutman. 

2. Claims 1-4, 6-15, 17, 26, 28 and 30 are rejected under 
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35 U.S.C. § 103(a) as being unpatentable over Hirai et al. in 
view of Gutman. Hirai et al . (see particularly column 1, line 33 
- column 2, line 30; column 6, lines 45-60; column 7, lines 
51-55; column 12, line 40 - column 13, line 7) discloses 
photothermographic elements comprising silver halide, organic 
silver salts including silver benzotriazole wherein acids, 
including carboxylic acids, are added to the photothermographic 
layers to lower the pH in order to lower fog and provide high 
storage stability. Ascorbic acid is not disclosed as a reducing 
agent. However, since Gutman (see particularly column 5, lines 
1-16) discloses the use of ascorbic acid as preferred reducing 
agents in photothermographic elements containing silver 
benzotriazoles, it would be obvious to one skilled in the art to 
use ascorbic acid as the called for reducing agent in the 
photothermographic elements of Hirai et al. containing silver 
benzotriazole. The acids used in Hirai et al . include those set 
forth in instant claim 2 . 

3. Claims 1, 2, 4-8, 11-28, 30 and 31 are rejected under 
35 U.S.C. § 103(a) as being unpatentable over Hirano et al . in 
view of Gutman. Hirano et al . (see particularly column 1, line 
49 - column 2, line 25; column 50, lines 1-43; column 45, lines 
49-58; column 56, lines 56-57; column 63, lines 47-58) discloses 
photothermographic elements comprising silver halide, including 
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tabular silver halide, organic silver salts, including silver 
salts of imino compounds, and reducing agents, including ascorbic 
acid reducing agents. The photothermographic elements in Hirano 
et al. are disclosed as containing phenyl dicarboxylic acid 
compounds as storage stabilizers. Hirano et al. does not 
specifically set forth the combination of silver benzotriazoles 
and ascorbic acids as reducing agents. However, since Gutman 

(see particularly column 5, lines 1-16) discloses the use of 
ascorbic acids as preferred reducing agents in photothermographic 
elements containing silver benzotriazoles, it would be obvious to 
one skilled in the art to use the combination of silver 
benzotriazoles and ascorbic acid reducing agents as the called 
for organic silver salts and reducing agents in Hirano et al. 

4. Claims 5, 16 and 20-22 are rejected under 35 U.S.C. § 
103(a) as being unpatentable over the combination of Hirai et al. 
and Gutman as applied in paragraph 2 above further in view of 
Hirano et al . The combination of Hirai et al . and Gutman makes 
photothermographic elements containing silver halide, organic 
silver salts and benzotriazole and ascorbic acid reducing agents 
and the acids of Hirai et al . obvious to one skilled in the art. 

Since Hirano et'al. disclose that tabular silver halide grains 
may be used as the silver halide catalysts in photothermographic 
elements comprising organic silver salts and reducing agents, it 
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would be obvious to one skilled in the art to use tabular silver 
halide grains as in Hirano et al . as the called for silver halide 
grains in the photothermographic elements of Hirai et al . 

5. Claims' 18-25 and 27-33 are rejected under 35 U.S.C. § 
103(a) as being unpatentable over the combination of Masukawa et 
al . and Gutman as applied in paragraph 1 above, the combination 
of Hirai et al . and Gutman as applied in paragraph 2 above, the 
combination of Hirano et al . and Gutman as applied in paragraph 3 
above or the combination of Hirai et al., Gutman and Hirano et 
al. as applied in paragraph 4 above all further in view of Lyons 
et al. and Simpson et al . Lyons et al. (see particularly column 
6, lines 46-52; column 3, lines 21-26) and Simpson et al . (see 
particularly column 5, lines 36-60) discloses that it is known in 
the art to use photothermographic compositions comprising silver 
halide, organic silver salts and reducing agents with optional 
toners as X-ray recording films which are exposed using phosphor 
screens and which compositions may be coated on both sides of a 
support. Since Simpson et al . and Lyons et al. disclose that 
photothermographic elements of the type set forth in paragraphs 
1-4 above may be used with phosphor screens to record X-rays, it 
would be obvious to one skilled in the art to use the 
photothermographic elements of paragraphs 1-4 above with phosphor 
screens and in dual coated elements for recording X-rays. 
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6. The comparisons in applicants' specification are noted 
but are unconvincing since they fail to show the criticality of 
using silver benzotriazole as the organic silver salt and 
ascorbic acid or reductone as the reducing agents and are not 
commensurate in scope with the claimed subject matter as 
explained in paragraph 5 of the first Office action filed 
February 10, 2005- Also, it would still be obvious to one 
skilled in the art to use toning agents including phthalic acid 
to tone the silver images in the photothermographic elements of 
the applied prior art even if the phthalic acid has the secondary 
property of increasing stability. 

7. Claims 1, 2, 4, 6-8, 11-15, 17, 26-28 and 30 are 
rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Gutman. 
Gutman (see particularly column 2, line 14 - column 3, line 30; 
column 5, lines 1-16; column 4, lines 32-68) disclose 
photothermographic elements comprising silver halide, organic 
silver salts of benzotriazole and toner catalysts of 
polycarboxylic acid within the scope of structural Formula I of 
claim 2. The preferred reducing agents for use with silver 
benzotriazole are disclosed as ascorbic acids. If Gutman does 
not anticipate the instant claims, then it would at least be 
obvious to one skilled in the art to use the combination of 
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silver benzotriazoles and ascorbic acids as the called for 
organic silver salts and reducing agents in Gutman. 

8- Claims 5, 16 and 20-22 are rejected under 35 U.S.C. § 
103(a) as being unpatentable over the combination of Gutman and 
Hirano et al. Gutman discloses photothermographic elements 
comprising silver halide, organic silver salts, including silver 
benzotriazoles and reducing agents which are preferably ascorbic 
acids for silver benzotriazoles. Gutman also discloses 
polycarboxylic acid toners within the scope of the structure of 
instant claim 2. Hirano et al . discloses photothermographic 
elements containing silver halide, organic silver salts and 
reducing agents like those of Gutman and further discloses that 
tabular silver halide grains may be used as the silver halide 
grains. Since Hirano et al. discloses that tabular silver halide 
grains may be used in photothermographic elements as in Gutman, 
it would be obvious to one skilled in the art to use tabular 
silver halide grains as in Hirano et al . as the called for 
silver halide grains in the photothermographic elements of 
Gutman . 

9. Claims 18, 19, 23-25 and 27-33 are rejected under 35 
U.S.C. § 103(a) as being unpatentable over the combination of 
Gutman with Lyons et al. and Simpson et al . Gutman et al . 
discloses photothermographic compositions comprising silver 
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halide, organic silver salts, including silver benzotriazoles, 
reducing agents, preferably including ascorbic acids for silver 
benzotriazoles, and acid toners as set forth by the structural 
formula of instant claim 2. Since Lyons et al. (see particularly 
column 6, lines 46-52; column 3, lines 21-26) and Simpson et al . 
(see particularly column 5, lines 36-60) discloses that 
photothermographic compositions comprising silver halide, organic 
silver salts, reducing agents and optionally toners, may be used 
for recording X-rays and may be coated on both sides of a support 
for X-ray exposure using phosphor screens, it would be obvious to 
one skilled in the art to use the photothermographic compositions 
of Gutman et al . for recording X-rays using phosphor screens. It 
would be obvious to one skilled in the art to use the particular 
photothermographic compositions of Gutman et al . as the called 
for photothermographic compositions in Lyons et al. and Simpson 
et al. in the X-ray elements of Lyons et al. and Simpson et al. 

10. The Declaration submitted under 37 CFR 1.131 has 
removed Zou et al . as a reference. 

11. Any inquiry concerning this communication should be 
directed to Mr. Schilling at telephone number (571) 272-1335. 



RICHARD L SCHILLING 

RLSchilling:cdc GROUP «66- Hi 
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